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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed 05/05/2005 have been fully considered but they are 
not persuasive. 

The Applicant contends, "The Examiner is incorrect in asserting this rejection on two 
grounds. First, and most obvious, the apparatus or method of the claims of the present 
application is practiced in a mobile communication system". 
The Examiner disagrees and asserts that, first of all, the preamble of a claim is not 
given any patentable weight unless it is connected in some way to the limitations in the 
body of the claim. There is no limitation in the body of the claims indicating any 
connection to a mobile communication system, hence "mobile communication system" 
in the preamble is not given any patentable weight. 

The Applicant contends, "Claims 8, 9, 25 and 32-36 are directed to an apparatus, and 
by definition, an apparatus is neither a computer program nor a mathematical 
algorithm". 

The Examiner disagrees and asserts that, first of all, the preamble of a claim is not 
given any patentable weight unless it is connected in some way to the limitations in the 
body of the claim. There is no limitation in the body of the claims indicating any 
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connection to an apparatus, hence "apparatus" in the preamble is not given any 
patentable weight. 

The Applicant contends, "Claims 19, 20 and 29-31 are directed to a process, a method, 
for encoding. M.P.E.P § 2106 Patentable Subject Matter - Computer-Related Inventions 
deals directly with computer related inventions and does not exclude from patentability 
the method claimed in Claims 19, 20 and 29-31". 

Adding 1 to 1 is only useful if it is attached to a useful hardware that provides utility. 
The method of claim 19 can be carried out by hand or in a computer and there is no 
indication in the body of the claims that the algorithm Is used in any useful tangible 
hardware (Note: the preamble of a claim is not given any patentable weight unless it is 
connected in some way to the limitations in the body of the claim). 

The Examiner would like to point out that MPEP § 2106 provides various useful 
examples of carefully crafted claim language useful in overcoming 101 and 112 issues. 

The Applicant contends, "Presented in the October 2004 Response was that Claim 19 
of the present application relates to (48,10) coding". 

That is incorrect, presented in the October 2004 Response was, "It is respectfully 
submitted that Claim 19 of the present application relates to (64,10) coding". 
In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., 
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"Claim 19 of tlie present application relates to (48,10) coding" or "the present application 
relates to (64,10) coding") are not recited in the rejected claim(s). Although the claims 
are interpreted in light of the specification, limitations from the specification are not read 
into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 
1993). 

The Applicant contends, "Accordingly, Claim 8 of the present application, which 
describes a new sequence and puncturing pattern for (48,10) coding, is not rendered 
obvious by and Is distinguished from the references". 

In response to applicant's argument that the references fail to show certain features of 
applicant's Invention, it is noted that the features upon which applicant relies (i.e., 
"(48,10) coding") are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

The Applicant contends, "Accordingly, Claims 25 and 29 of the present application, 
which describes a new sequence and puncturing pattern for (48,10) coding, are not 
rendered obvious by and are distinguished from the references". 
In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., 
"(48,10) coding") are not recited in the rejected claim(s). Although the claims are 



Application/Control Number: 09/879,688 Page 5 

Art Unit: 2133 

interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

The Examiner disagrees with the applicant and maintains all rejections of claims 1-8, 13 
and 14. All amendments and arguments by the applicant have been considered. It is 
the Examiner's conclusion that claims 1-8, 13 and 14 are not patentably distinct or non- 
obvious over the prior art of record in view of the references. Citation #4 ("Text proposal 
regarding TFCI coding for FDD", TSGR1#7(99)D69, Auguest 30-September 3, 1999) in 
view of Citation #7 ("Harmonization impact on TFCI and New Optimal Coding for 
extended TFCI with Almost no Complexity increase", TSGR#6(99)970, July 13-16, 
1999) in further view of Claydon; Anthony Peter John et al. (US 5742622 A, hereafter 
referred to as Claydon) as applied in the last office action, filed 02/1 1/2005. Therefore, 
the rejection is maintained. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 8, 9, 19, 20, 25 and 29-36 are rejected under 35 U.S.C. 1 12, second 

paragraph, as being incomplete for omitting essential elements, such omission 

amounting to a gap between the elements. Claims 8, 19, 25 and 29 recite a "mobile 

communication system" in the preamble. See MPEP § 2172.01 . The omitted elements 
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are: any relationship between the body of the claim in claims 8, 19, 25 and 29 and a 
"mobile communication system". 

Note: the Applicant contends, 'The Examiner is incorrect in asserting this rejection on 
two grounds. First, and most obvious, the apparatus or method of the claims of the 
present application is practiced in a mobile communication system". 
The Examiner disagrees and asserts that, first of all, the preamble of a claim is not 
given any patentable weight unless it is connected in some way to the limitations in the 
body of the claim. There is no limitation in the body of the claims indicating any 
connection to a mobile communication system, hence "mobile communication system" 
in the preamble is not given any patentable weight. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 8, 9, 19, 20, 25 and 29-36 are rejected under 35 U.S.C. 101 because the 

claimed invention is directed to non-statutory subject matter. The claims are directed to 

an algorithm that can be carried out mathematically by hand or by a computer program. 

Computer programs and mathematical algorithms are non-statutory. 

Note: The Applicant contends, "Claims 8, 9, 25 and 32-36 are directed to an apparatus, 

and by definition, an apparatus is neither a computer program nor a mathematical 

algorithm". 
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The Examiner disagrees and asserts that, first of all, the preamble of a claim is not 
given any patentable weight unless it is connected in some way to the limitations in the 
body of the claim. There is no limitation in the body of the claims indicating any 
connection to an apparatus, hence "apparatus" in the preamble is not given any 
patentable weight. 

The Applicant contends. "Claims 19, 20 and 29-31 are directed to a process, a method, 
for encoding. M.P.E.P § 2106 Patentable Subject Matter - Computer-Related Inventions 
deals directly with computer related inventions and does not exclude from patentability 
the method claimed in Claims 19, 20 and 29-31". 

Adding 1 to 1 is only useful if it is attached to a useful hardware that provides utility. 
The method of claim 19 can be carried out by hand or in a computer and there is no 
indication in the body of the claims that the algorithm is used in any useful tangible 
hardware (Note: the preamble of a claim is not given any patentable weight unless it is 
connected in some way to the limitations in the body of the claim). 
The Examiner would like to point out that MPEP § 2106 provides various useful 
examples of carefully crafted claim language useful in overcoming 101 and 112 issues. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described In a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. Claim 19 is rejected under 35 U.S.C. 102(b) as being anticipated by Citation #4 
("Text proposal regarding TFCI coding for FDD", TSGR1#7(99)D69, August 30- 
September3, 1999). 

See the Non-Final Action filed 02/1 1/2005 for detailed action of prior rejections. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art, 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Citation 
#4 ("Text proposal regarding TFCI coding for FDD", TSGR1#7(99)D69, August 30- 
September 3, 1999). 

See the Non-Final Action filed 02/1 1/2005 for detailed action of prior rejections. 
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6. Claims 9 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Citation #4 ("Text proposal regarding TFCI coding for FDD", TSGR1#7(99)D69, August 
30-September 3, 1999) in view of Claydon; Anthony Peter John et al. (US 5742622 A, 
hereafter referred to as Claydon). 

See the Non-Final Action filed 02/1 1/2005 for detailed action of prior rejections. 

7. Claims 25, 29-31 , 33, 34, 36 and 38 are rejected under 35 U.S.C. 1 03(a) as 
being unpatentable over Citation #4 ("Text proposal regarding TFCI coding for FDD", 
TSGR1#7(99)D69, Auguest 30-September 3, 1999) in view of Citation #7 
("Harmonization impact on TFCI and New Optimal Coding for extended TFCI with 
Almost no Complexity increase", TSGR#6(99)970, July 13-16, 1999) in further view of 
Claydon; Anthony Peter John et al. (US 5742622 A, hereafter referred to as Claydon). 
See the Non-Final Action filed 02/1 1/2005 for detailed action of prior rejections. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph D. Torres whose telephone number is (571) 
272-3829. The examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Albert Decady can be reached on (571) 272-3819. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-^1 97\ (toll-free). 



Joseph D. Torres, PhD 
Primary Examiner 
Art Unit 21 33 




